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1 . The appendix B filed may 12. 2003 (paper #14), page 22 identified the Appeal 
Application as 09/506,436 instead of 09/220,910. Correction is required. 

2. In view of the Amendment C. filed on 1 0/02/02, PROSECUTION IS HEREBY 
REOPENED, The Non-Final rejection is cited as set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1.113 (if this Office action is final); or, 

(2) request reinstatement of the appeal. 

If reinstatement of the appeal is requested, such request must be accompanied by a 
supplemental appeal brief, but no new amendments, affidavits (37 CFR 1.130, 1.131 or 
1.132) or other evidence are permitted. See 37 CFR 1.193(b)(2). 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 2,5-1 5,1 7-21, 23-41 are rejected under 35 U.S.C. 112. first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
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was filed, had possession of the claimed invention, (i.e: an un-specified location relative 
to a primary document) 

Claims 2.5-1 5,1 7-21. 23-41 are rejected under 35 U.S.C. 112. first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to enable one skilled in 
the art to which it pertains, or with which it is most nearly connected, to make and/or use 
the invention, (i.e: an un-specified location relative to a primary document). 

Claim Rejections - 35 USC §112 

Claims 2,5-15,17-21.23-41 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. It was unclear that How many 
indicators in the primary document and What kind/type of indicator a user is looking for 
selection. Examiner considers anything of the primary document could be the un- 
selected indicator (i.e.: keyword, number, drawing, image) 

Response to Arguments 

4. A. As per claims 2.5-15,17-21 ,23-41 applicant argues the prior art does not 
teach "locate an un-selected indicator". 

Examiner notes the specification does not disclose un-selected indicator. 
Examiner interpret the un-selected indicator as an indicator, pointer, locator, URL. 
address, etc. 
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B. As per claims 2,5-15,17-21,23-41 applicant argues the prior art does not 
teach "attaching said secondary document to said primary document to encapsulate 
said secondary document within said primary document". 

Examiner interprets "attaching said secondary document to said primary 
document to encapsulate said secondary document within said primary document" is 
equivalent to an attached file to a document, file, email or electronic message 
[Wanatabe col 9 lines 60-col 10 line 2] . 

5. Claims 2,5-15,17-21,23-41 are rejected under 35 U.S.C. § 103 as being obvious 
over Krause [5,526,520] in view of Wanatabe [6,372,612 B1]. 

6. As per claims 2,27 Krause discloses a method for identifying a secondary 
document having an un-specified location relative to a primary document in a document 
preparation environment comprising: 

determining if said primary document includes an indicator (i.e.: file name) 
[Krause, a file is identified by a name, col 3 lines 62-65]; and 

identifying said secondary document (i.e.: additional text, audio, video) by 
determining at least one of a filename and a location of said secondary document (i.e.: 
file name and label) [Krause, the indicating means includes a name and lable, col 4 
lines 44-50] using at least one of a user input [Krause, clicking, col 4 lines 51-65], a user 
selection and syntactic processing (i.e.: sign, symbol, drawing, graphic, icon) of said 
primary document, if said primary document includes said indicator [Krause, a user may 
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select a number of specific blueprint files and access at a time, col 4 line 66-col 5 lines 
10; col 4 lines 15-65; col 9 line 28-col 10 line 27] 

Krause does not explicitly detail attaching said secondary document to said 
primary document to encapsulate said primary and secondary documents together, if 
said primary document includes said indicator. 

It is well-known in the e-mail art that the email as the first document could has an 
attached document as secondary document. A skilled artisan would have motivation to 
implement Krause's apparatus and found Watanabe, Watanabe, in a same endeavor, 
discloses an email processing system including the email body text as the first 
document and the second document as an attachment file embedded in email message 
(i.e.: text, graphic, symbols) [Wanatabe col 9 lines 60-col 10 line 2] 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to incorporate the Krause and Wanatabe's teaching in 
order to utilize the technique of embedded a message into an email body. Doing so it 
would provide the fast and easy way to send the multi attached files to client through a 
message such as an email on Internet. 

7. As per claims 17,23,30,33 Krause-Wanatabe disclose a system for identifying a 
secondary document having an un-specified location from a primary document 
comprising: 

a first storage device storing said primary document (ie.: data creation) 
[Wanatabe Fig 3]; 
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a second storage device storing said secondary document (i.e.: database) 
[Wanatabe Fig 3]; 

a third storage device storing an indicator (i.e.: recipient address input) 
[Wanatabe Fig 3]; 

a processor [Wanatabe, col 7 lines 15-28] coupled to said first storage device; 
said second storage device and said third storage device, said processor determining if 
said primary document includes said indicator, identifying said secondary document by 
determining at least one of a file name and a location of said secondary document using 
at least one of user input, a user selection and syntactic processing if said primary 
document includes said indicator, attaching said secondary document to said primary 
document to encapsulate said primary and secondary documents together, if said 
primary document includes said indicator [see rejection claims 1,27]. 

Examiner takes an Official notice that a database server / router and 
administrator server could be located on the same or different machine. 

8. As per claims 5,18,24 Krause-Wanatabe disclose said primary document 
includes at least one word, and wherein determining at least one of said file name and 
said location of said secondary document is performed as a function of said at least one 
word as an inherent feature of frame name [Krause col 6 line 35-col 7 line 28], 

9. As per claims 6,34 Krause-Wanatabe disclose said primary document includes a 
plurality of words, and wherein determining at least one of said filename and said 
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location of said secondary document is performed as a function of said plurality of 
words within a predetermined proximity of said indicator included in said plurality of 
words as an inherent feature of frame name [Krause col 6 line 35-col 7 line 28]. 

10. As per claims 7, 19 Krause-Wanatabe disclose associating a predetermined 
word with at least one of said filename and said location of said secondary document, 
wherein said primary document includes said predetermined word, and wherein 
Identifying at least one of said filename and said location of said secondary document is 
performed as a function of said predetermined word as an inherent feature of frame 
name [Krause col 6 line 35-col 7 line 28]. 

11. As per claims 8,20,25,28 Krause-Wanatabe disclose said indicator Includes at 
least one of a plurality of predetermined words, a plurality of predetermined characters, 
and a plurality of predetermined phrases as an inherent feature of frame name [Krause 
col 6 line 35-col 7 line 28]. 

1 2. As per claims 9,21 ,26 Krause-Wanatabe disclose determining if said at least one 
word includes one of said indicator is performed using syntactic processing or menu 
[Krause col 6 line 35-col 7 line 28]. 

1 3. As per claim 10, Krause-Wanatabe disclose the primary document Is an email 
message [Wanatabe col 2 lines 34-52]. 
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14. As per claim 1 1 , Krause-Wanatabe disclose disclose sending said e-mail 
message and said secondary document attached thereto to a recipient via a 
communications device [Wanatabe col 3 lines 15-57], 

1 5. As per claim 12, Krause-Wanatabe disclose sending said primary document and 
said secondary document attached thereto to a printing device [Krause col 2 line 48]. 

16. As per claim 13, Krause-Wanatabe disclose said primary document and said 
secondary document attached thereto to a recipient via facsimile or scanner [Krause col 
2 line 48]. 

17. As per claim 14, Krause-Wanatabe disclose said secondary document is 
attached to said primary document at a first instance, said first instance being 
determined as a function of a user input [Krause col 6 lines 35-45]. 

18. As per claims 15,36,37 Krause-Wanatabe disclose adding at least one additional 
indicator to said indicator as a function of a user input (or selection) [Krause col 6 lines 
35-45][Wanatabe col 3 line 58-col 4 line 3,col 7 lines 55-67,col 9 lines 35-43, col 12 
lines 12-23]. 
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19. As per claim 29, Krause-Wanatabe disclose said primary document includes a 
list of at least one address corresponding to at least one recipient to receive said 
primary document, further comprising attaching said address of said recipient to said list 
of said at least one address as inherent feature of email message wherein an email is 
primary document includes an indicator as an address of recipient [Wanatabe col 3 lines 
15-57], 

20. Claims 2.5-15,17-21.23-41 are rejected under 35 U.S.C. § 103 as being obvious 
over Bobo. II [5,675,507] in view of Fabbio [5,870,089], 

21 . As per claims 2,27 Bobo discloses the invention as substantially as claimed, a 
method for message storage and delivery system wherein a second document (i.e.: 
HTML image) is embedded into a first document (i.e.: facsimile message) [Bobo col 9 
line 47-col 10 line 25,col 21 lines 55-60, col 22 lines 49-60] which is equivalent to a 
method for identifying a secondary document having an un-specified location relative to 
a primary document in a document preparation environment; 

determining if said primary document includes an indicator (i.e.: message ID, 
address, file name) [Bobo col 7 lines 38-50]; and 

attaching said secondary document to said primary document to encapsulate 
said primary and secondary documents together, if said primary document includes said 
indicator [Bobo col 9 line 46-col 10 line 14] 

Bobo is silent to detail identifying said secondary document by determining at 
least one of a filename and a location of said secondary document using at least one of 
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a user input, a user selection and syntactic processing (i.e.: sign, symbol, drawing, 
graphic, icon) of said primary document, if said primary document includes said 
indicator. 

It is well-known in the e-mail art that the email as the first document could has an 
attached document as secondary document. A skilled artisan would have motivation to 
implement Bobo's apparatus and found Fabbio. Fabbio, in a same endeavor, discloses 
an electronic package processing system (i.e.: email, facsimile message) including the 
document references such as file names and locations [Fabbio, abstract. Fig 1 , col 2 
lines 38-55,col 3 lines 4-44, 58-col 4 lines 25] 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to incorporate the Fabbio into Bobo's teaching in order 
to utilize the technique of embedded or attached a second message into the first 
message. Doing so it would provide the fast and easy way to send the attached files to 
client through a large network such as Internet. 

22. As per claims 17,23,30,33 Bobo-Fabbio disclose a system for identifying a 
secondary document having an un-specified location from a primary document 
comprising: 

a first storage device storing said primary document [Bobo Fig 13-15]; 

a second storage device storing said secondary document [Bobo Fig 13-15]; 

a third storage device storing an indicator [Bobo Fig 13-15]; 
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a processor [Bobo Fig 13-15] coupled to said first storage device; said second 
storage device and said third storage device, said processor detennining if said primary 
document includes said indicator, identifying said secondary document by determining 
at least one of a file name and a location of said secondary document using at least one 
of user input, a user selection and syntactic processing if said primary document 
includes said indicator, attaching said secondary document to said primary document to 
encapsulate said primary and secondary documents together, if said primary document 
includes said indicator [see rejection claims 1 ,27]. 

23. As per claims 5,18,24 Bobo-Fabbio disclose said primary document includes at 
least one word, and wherein determining at least one of said file name and said location 
of said secondary document is performed as a function of said at least one word 
locations [Fabbio, abstract, Fig 1, col 2 lines 38-55,col 3 lines 4-44, 58-col 4 lines 25]. 

24, As per claims 6,34 Bobo-Fabbio disclose said primary document includes a 
plurality of words, and wherein determining at least one of said filename and said 
location of said secondary document is performed as a function of said plurality of 
words within a predetermined proximity of said indicator included in said plurality of 
words locations [Fabbio, abstract. Fig 1 , col 2 lines 38-55,col 3 lines 4-44, 58-col 4 lines 
25]. 
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25. As per claims 7, 19 Bobo-Fabbio disclose associating a predetermined word with 
at least one of said filename and said location of said secondary document, wherein 
said primary document includes said predetemnined word, and wherein identifying at 
least one of said filename and said location of said secondary document is performed 
as a function of said predetermined word locations [Fabbio, abstract. Fig 1 , col 2 lines 
38-55,col 3 lines 4-44, 58-col 4 lines 25]. 

26. As per claims 8,20,25,28 Bobo-Fabbio disclose said indicator (i.e.: references) 
includes at least one of a plurality of predetermined words, a plurality of predetermined 
characters, and a plurality of predetermined phrases locations [Fabbio, abstract. Fig 1 , 
col 2 lines 38-55,col 3 lines 4-44, 58-col 4 lines 25]. 

27. As per claims 9,21 ,26 Bobo-Fabbio disclose detemnining if said at least one word 
includes one of said indicator is performed using syntactic processing [Bobo Fig 
15][Fabbio Fig 7-7A]. 

28. As per claim 10, Bobo-Fabbio disclose the primary document is an email 
message locations [Fabbio, abstract. Fig 1-2, col 2 lines 38-55,col 3 lines 4-44, 58-col 4 
lines 25]. 
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29. As per claim 1 1 , Bobo-Fabbio disclose sending said e-mail message and said 
secondary document attached thereto to a recipient via a communications device 
locations [Fabbio. abstract, Fig 1-2, col 2 lines 38-55,col 3 lines 4-44, 58-col 4 lines 25]. 

30. As per claim 12, Bobo-Fabbio disclose sending said primary document and said 
secondary document attached thereto to a printing device [Fabbio abstract]. 

31. 

32. As per claim 13, Bobo-Fabbio disclose said primary document and said 
secondary document attached thereto to a recipient via facsimile or scanner locations 
[Fabbio, abstract, Fig 1-2, col 2 lines 38-55,col 3 lines 4-44, 58-col 4 lines 25]. 

33. As per claim 14, Bobo-Fabbio disclose said secondary document is attached to 
said primary document at a first instance, said first instance being determined as a 
function of a user input locations [Fabbio. abstract, Fig 1-7A, col 2 lines 38-55,col 3 lines 
4-44, 58-col 4 lines 25], 

34. As per claims 15,35,36 Bobo-Fabbio disclose adding at least one additional 
indicator to said indicator as a function of a user input locations [Fabbio, abstract, Fig 1- 
7A, col 2 lines 38-55,col 3 lines 4-44, 58-col 4 lines 25]. 

35. As per claim 29, Bobo-Fabbio disclose said primary document includes a list of at 
least one address corresponding to at least one recipient to receive said primary 




• 
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document, further comprising attaching said address of said recipient to said list of said 
at least one address locations [Fabbio, abstract, Fig 1 , col 2 lines 38-55.col 3 lines 4-44, 
58-col 4 lines 25]. 



36. As per claims 35,38 Bobo-Fabbio disclose using syntactic processing (or natural 
language processing) of said primary document as inherent feature of primary 
document or file. 



37. As per claims 39-41 Bobo-Fabbio disclose processing said primary document to 
locate one of a plurality of pre-determined phrase/words/characters as inherent feature 
of primary document or file. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to examiner Thong Vu, whose telephone number is (571 )- 
272-3904. The examiner can normally be reached on Monday-Thursday from 8:00AM- 
4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Jack Harvey, can be reached at (571 ) 272-3896. The fax number for the 
organization where this application or proceeding is assigned is 703-872-9306 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval IPAIRI system. Status information for published 
applications may be obtained from either Private PMR or Public PMR. Status 
information for unpublished applications is available through Private PAIR only. For 
more infomriation about the PAIR system, see http://pair-directuspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 
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